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Response to Arguments 

In view of the appeal brief filed on 12/13/2007, PROSECUTION IS HEREBY 
REOPENED. A new grounds of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 9-12, 14-15, and 22 rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Claims are directed to computer 
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instruction as specified in the specification paragraph 19 and therefore fail to fit in a 
statutory category of invention. 

[0019] Cluster controller 20 and hosts 22 each include a processing core with at least 
one central processing unit (CPU), as well as data storage in communication with the 
processing core. The data storage is used to hold or encode data and computer 
instructions for automatically naming the hosts. The data storage may be implemented 
as one or more hardware components from technologies including random access 
memory (RAM), read-only memory (ROM), disk drives, other non-volatile memory 
components, or any other suitable technology. The computer instructions may also 
be referred to generally as a program product or specifically as auto-host-naming 
software. In alternative embodiments, some or all of the control logic for automatically 
assigned host names may be implemented in hardware. 

Claims 16-21 rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Applicant has defined a "data processing system" as a 
computer program in the specification, make the related claims fail to fit in statutory 
category of invention. 

[0032] The auto-host-naming software may execute before any of hosts 22 have booted 
to an operating system (OS), and once hosts 22 are booted to an operating system, 
cluster controller 20 can provide the host names to the operating system in a process 



Application/Control Number: 09/961 ,218 Page 4 

Art Unit: 2145 

of completing preparatory operations in advance of application processing. For 

instance, hosts 22 may employ network-based booting, and the host naming process 
may include an initialization step in which cluster controller 20 loads auto-host-naming 
software onto each host 22, thereby equipping hosts 22 with the control logic necessary 
for sending UIDs to cluster controller 20 and otherwise interacting with cluster controller 
20. The auto-host-naming software that is loaded into each host may also be referred to 
as holding-pattern software. For example, each host 22 may feature a set of pre-boot 
protocol services, such as the services provided by the INTEL preboot execution 
environment (PXE). The pre-boot protocol services may acquire the holding-pattern 
software when obtaining a boot image and configuration parameters from cluster 
controller 20. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 6, 9-11,16-18 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paul (U.S. Patent Application Publication 2002/0161868) in view of 



Klimenko (Patent Number 5,974,547). 
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Please note for the application of the prior art, "blank" is equivalent to "without 
regard to what data, if any is stored on the disk" as per the remarks submitted by the 
applicant 8/1 4/06 pages 10-11. 

For claim 1, Paul teaches, a method for automatically naming hosts in a distributed data 
processing system, the method comprising: 

receiving unique identifiers (UID) at a cluster controller from each of a plurality of 
host in communication with the cluster controller, while at least one of the plurality of 
host is executing a pre boot execution environment (Paul, paragraph 32) 

in response to receiving the UIDs, causing the plurality hosts to produce ready 
signals; (Paul, paragraph 35) 

in response to receiving the user input from the first host, associating a first host 
name with the UID for the first host; (Paul, paragraph 35) 

after associating the first host name with the UID for the first host, causing the 
first host to produce a completion signal; (Paul, ) 

receiving user input from a second host among the plurality hosts; (Paul, 
paragraph 51) and 

repeating the operations of receiving replies from hosts, associating host names 
with UIDs, and causing hosts to produce completion signals, until each of the plurality 
hosts has been named, such that the user input dictates the order in which host names 
are assigned to the plurality hosts. (Paul, paragraphs 52,64) 
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Paul fails to clearly disclose, receiving user input from a first host among the 
plurality hosts, the user input comprising notification of a disk within the first host; 

Klimenko teaches, receiving user input from a first host among the plurality hosts, 
the user input comprising notification of a disk within the first host; (Klimenko, Col. 4 
lines 17-63) 

Paul and Klimenko are both compatible with each other because they are based upon 
the remote booting 

Paul and Klimenko are both in the same filed of 

It would have been obvious to on of ordinary skill in the art at the time of the 
invention was made to combine Paul with Klimenko because by integrating Klimenko it 
provides for cost saving at the enterprise level. (Klimenko, Col. 3 lines 43-46) 

For claim 2, Paul-Klimenko teaches, the method of claim 1, wherein the operation of 
associating a first host name with the UID for the first host comprises: 

in response to receiving the user input from the first host, transmitting data to the 
first host; (Klimenko, Col. 4 lines 17-63) and 
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after transmitting the data to the first host, receiving a reply from the first host, 
such that the first host name is associated with the UID for the first host in further 
response to the reply. (Paul, paragraph 35) 

For claim 3, Paul-Klimenko teaches, the method of claim 2, further comprising: 
providing the cluster controller with a host-name index, wherein: (Paul, 
paragraph 38) 

the operation of transmitting data to the first host comprises transmitting the 
host-name index to the first host; (Paul, paragraph 35) 

the operation of receiving a reply from the first host comprises receiving an 
incremented host-name index from the first host; and (Paul, paragraph 38) 

the operation of associating a host name with the UID for the first host 
comprises using the host-name index to generate the host name to be associated with 
the UID for the first host. (Paul, paragraph 38) 

For claim 4, Paul-Klimenko teaches, the method of claim 2, further comprising: 

providing the cluster controller with a host-name index and a host-name root; 

(Paul, paragraphs 35, 38) and 

providing the multiple hosts with auto-naming logic, wherein: (Paul, paragraphs 

35, 38) 

the auto-naming logic causes the multiple hosts to transmit the UIDs to the 
cluster controller; (Paul, paragraphs 35, 38) 
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the auto-naming logic receives the index in the data from the cluster controller, 
increments the index, and transmits the incremented index to the cluster controller in 
the reply; (Paul, paragraphs 35, 38) and 

the operation of associating a host name with the UID for the first host 
comprises using the host-name root and the host-name index to generate the host 
name to be associated with the UID for the first host. (Paul, paragraphs 35, 38) 

For claim 6, Paul-Klimenko teaches, the method of claim 1, wherein the operation of 
receiving user input from the first host comprises detecting that a blank disk has been 
inserted into a disk drive of the first host. (Klimenko, Col. 4 lines 17-63) Please note for 
the application of the prior art, "blank" is equivalent to "without regard to what data, if 
any is stored on the disk" as per the remarks submitted by the applicant 8/14/06 pages 
10-11. 

Claims 9-1 1,16-18 and 22 are directed to the same invention as claims 1 -4 and 6. 
Therefore, the supporting rationale of the rejection to claims 1-4 and 6 applies equally 
as well to claims 9-1 1,16-18 and 22. 

Claims 5, 7, 8, 12, 14, 15, 19, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Paul (U.S. Patent Application Publication 2002/0161868) in view of 
Klimenko (Patent Number 5,974,547) in further view of Park (U.S. Patent 5,864,656). 
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For claim 5, Paul-Klimenko fails to clearly disclose, the method of claim 1 , wherein the 
operation of causing the multiple hosts to produce ready signals comprises activating 
light emitting diodes (LEDs) on the multiple hosts to indicate that the multiple hosts are 
ready to be named. 

Park teaches, the method of claim 1 , wherein the operation of causing the multiple 
hosts to produce ready signals comprises activating light emitting diodes (LEDs) on the 
multiple hosts to indicate that the multiple hosts are ready to be named. (Park, Col. 1 
lines 21-51, Col. 4 lines 11-16) 

Park is compatible with Paul- Klimenko, because Park is design to interact with bios 
interrupt requests (Park, Col. 4 lines 11-18) 

Park and Paul- Klimenko are both in the field network computer systems (Park Col. 1 
lines 52-67) 

It would have been obvious to on of ordinary skill in the art at the time of the 
invention was made to combine Park with Paul- Klimenko because Park provides a 
method of observing the status of a device because it is possible that the device has 
recovers automatically. (Park, Col. 1 lines 60-67) 
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For claim 7, Paul-Klimenko-Park teaches, the method of claim 1 , wherein the operation 
of causing the first host to produce a completion signal comprises deactivating a light 
emitting diode (LED) on the first host. (Park, Col. 1 lines 21-51) 

For claim 8, Paul-Klimenko-Park teaches, the method of claim 1 , wherein the operation 
of causing the first host to produce a completion signal comprises producing an audible 
signal to indicate that the first host has been named. (Park, Col. 1 lines 21-51)and 
(Paul, paragraph 26) 

Claims 12, 14, 15, 19 and 21 are directed to the same invention as claims 5, 7, and 8. 
Therefore, the supporting rationale of the rejection to claims 5, 7, and 8 applies equally 
as well to claims 1 2, 1 4, 1 5, 1 9 and 21 . 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See attached Notice of references cited (if appropriate). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AJAY BHATIA whose telephone number is (571)272- 
3906. The examiner can normally be reached on M-H 9:00-3:30, Also please fax 
interview requests to 571-273-3906. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on 571-272-3933. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AB 



/Jason D Cardone/ 
Supervisory Patent Examiner, Art Unit 2145 



